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Most companies understand the value of obtaining 
patents for their products and services. Just as 
important, however, is the value of product clearance, 
or freedom to operate (FTO), analyses before releasing 
a product or service to market. The purpose of an 
FTO analysis is to ascertain the risk that the product 
or service will run afoul of third-party patents. If a 
problematic patent is discovered during an FTO 
analysis, it may be desirable to be pro-active and 
challenge the patent before litigation ensues.

The America Invents Act created new tools for 
challenging patents in the U.S. Patent and Trademark 
Office. These are inter partes review, covered business 
method patent review and post-grant review. In each 
of these proceedings, a three-judge panel of the 
Patent Trial and Appeals Board decides whether to 
grant a petition to institute review of a patent. If the 
PTAB grants the petition, it institutes an adversarial 
proceeding between the petitioner and the patent 
owner. At the conclusion of the proceeding, the PTAB 
assesses the patentability of the challenged patent 
claims based on the evidence presented by the 
parties. Claims that are determined to be unpatentable 
are “canceled.” Claims that are not canceled are 
“confirmed.” Claims that have been finally canceled 
cannot be used to assert patent infringement.

PGR is available only for patents that have issued, or 
will issue, from applications having an effective filing 
date on or after March 16, 2013 (qualifying patents). 
While IPR and/or CBMR may be available as strategies 
for challenging a patent (including nonqualifying 
patents), they have limitations not present in PGR. In 
this article, we address the following questions:

1. How can potentially problematic patents be discovered?

2. How can PGR be used in a FTO strategy?

3. Why challenge a problematic patent using PGR instead 
of IPR or CBMR?

4. What are the implications of the possible results of  
a PGR?

Discovering Potentially Problematic Patents
There is no surefire way to discover every patent that 
might pose a business threat. Moreover, patents issue 
weekly and the possibility of a threat arising is ongoing. 
Nonetheless, there are measures that can be taken 
to at least attempt to learn of potentially problematic 
patents. For already issued patents and published patent 
applications, the most common way is to commission an 
FTO patent search. To remain apprised of patents that 
issue and applications that publish thereafter, one of the 
most common ways is to subscribe to a patent monitoring 
service. Monitoring services typically use keywords to 
search for relevant, newly published patent applications 
and issued patents. The service produces periodic 
reports in a summary format. This enables one to evaluate 
competitors’ patents and decide whether proactive 
measures are warranted. These services can be especially 
useful to companies operating in crowded fields, because 
they may be aware of prior art not known to the patent 
examiner. Other methods include monitoring competitor 
websites for announcements, reviewing the “References 
Cited” section in any issued patent of interest, monitoring 
court dockets for patent litigation in the areas of interest 
to the business and reviewing patents that might be 
identified on competing products.

If a problematic patent is discovered, care should be 
exercised with respect to any planned or continued 
making, selling, offering for sale or importation of the 
implicated product. If a patent is found to have been 
infringed by the implicated product, and a court finds 
that there was failure to exercise care once the patent 
was discovered, then, in certain circumstances, the court 
may find that the patent was willfully infringed. A finding 
of willful infringement can lead to imposition of treble 
damages and an award of attorney fees to the patent 
owner. It is therefore important to work with competent 
patent counsel once a problematic patent is discovered.           

Using Post-Grant Review as Part of an 
Integrated IP Protection Strategy
Michael D. Stein and Steven J. Rocci 



Copyright 2016. ALM Media Properties, LLC. All rights reserved. 

Reprinted with permission from the “April 8, 2016” edition of the “CORPORATE  COUNSEL”© 2016 ALM Media Properties, LLC.  
All rights reserved. Further duplication without permission is prohibited. ALMReprints.com – 877-257-3382 - reprints@alm.com.

2

Using PGR in a FTO Strategy                  
One way to deal with a problematic patent is to challenge 
it in the PTO, preferably before litigation ensues. PGR 
is more streamlined, quicker and less expensive than 
district court litigation, and the procedural mechanisms 
employed by the PTO in PGR may be more favorable 
to a potential defendant than those employed in district 
court. (The cost of a PGR for a single patent will vary 
depending on the number of patent claims challenged. 
There is presently no statistical data regarding the 
average cost of a PGR, but it is anticipated that it will be 
in the range of $300,000 to $500,000. The average cost 
of district court litigation for a single patent is between 
$2 million and $6 million.) For example, in a PGR, only the 
patentability of the challenged claims is at issue, whereas 
in district court litigation, issues of infringement, validity, 
damages and, possibly, injunctive relief are present.

In addition, in a district court proceeding, a challenged 
patent is presumed to be valid and the burden of 
establishing invalidity is one of “clear and convincing 
evidence,” a heavy burden. By contrast, in a PGR, there 
is no presumption of validity. Moreover, in a PGR, claims 
are construed to give them their “broadest reasonable 
interpretation,” whereas in a district court proceeding, 
claims are construed in accordance with the available 
evidence. (However, the U.S. Supreme Court is reviewing 
the propriety of the “broadest reasonable interpretation” 
employed by the PTO and, in particular, whether the 
PTO should use the same standard that the district 
courts use.) This usually means that the claims will be 
construed more broadly in a PGR than in a district court 
proceeding, thus widening the field of potentially relevant 
prior art that can be used to establish unpatentability.

The main attributes of PGRs are:

 A The claims of any patent whose effective filing date 
is on or after March 16, 2013, may be challenged in a 
PGR;

 A The patent claims may be challenged on any ground 
that is a defense to infringement, i.e., under 35 
U.S.C. §§101 (patent-eligible subject matter), 102 
(anticipation), 103 (obviousness), and 112 (written 
description, enablement and indefiniteness), and 
double patenting.

 A Trial will be instituted if the petitioner establishes that it 
is “more likely than not that one claim is unpatentable,” 
or that a novel or unsettled legal question important to 
other patents is at stake.

 A The PGR petition must be filed within 9 months of 
grant of the patent in issue.

 A Unlike district court litigation and other patent 
challenge procedures available under the AIA, a PGR 
petition may be filed without the petitioner having been 
accused of infringement.

 A The PGR petitioner will be estopped from raising any 
issue that was or reasonably could have been raised in 
the PGR proceeding.

PGR vs. IPR and CBMR
The table below compares PGR to IPR and CBMR.* 
At a high level, and as noted above, PGR is available 
for challenges on any ground that is a defense to 
infringement, whereas IPR is available only for challenges 
under Sections 102 and 103 that are based on prior art in 
the form of issued patents and printed publications. Also, 
PGR is available for patent in all technological fields, 
whereas CBMR is available only for patents directed to 
financial products or services.

* This paper does not consider the less expensive, 
but for many reasons, usually less desirable, USPTO 
procedure for challenging patents known as ex parte 
re-examination. Unlike PGR, IPR and CBMR, a request 
for an ex parte re-examination request may be filed 
anonymously But if granted, the requester plays no role 
in the proceeding.

  



Copyright 2016. ALM Media Properties, LLC. All rights reserved. 

Reprinted with permission from the “April 8, 2016” edition of the “CORPORATE  COUNSEL”© 2016 ALM Media Properties, LLC.  
All rights reserved. Further duplication without permission is prohibited. ALMReprints.com – 877-257-3382 - reprints@alm.com.

3

PGR IPR CBMR

Who may file  
a petition?

Any person who is not the patent 
owner and who has not previously 
filed a civil action challenging the 
validity of a claim of the patent.

Any person who is not the patent 
owner, who has not previously 
filed a civil action challenging the 
validity of a claim of the patent, and 
who, within the preceding year, has 
not been served with a complaint 
alleging infringement of the patent 
(there is an exception for a “joinder” 
if available).

Only a person who has been sued 
for or charged with infringement of 
the patent.

Estoppel  
(i.e., ability  
to proceed)

PTO proceedings: The petitioner 
may not request or maintain any 
other proceeding in the PTO that 
is based on any ground that was 
raised or could have been raised 
during PGR of the patent.

District court and International 
Trade Commission actions: The 
petitioner may not assert invalidity 
on any ground that was raised or 
could have been raised during PGR 
of the patent.

PTO proceedings: The petitioner 
may not request or maintain any 
other proceeding in the PTO that 
is based on any ground that was 
raised or could have been raised 
during an IPR of the patent.

District court and International 
Trade Commission actions: The 
petitioner may not assert invalidity 
on any ground that was raised or 
could have been raised during IPR 
of the patent.

PTO proceedings: The petitioner 
may not request or maintain any 
other proceeding in the PTO that 
is based on any ground that was 
raised or could have been raised 
during CBMR of the patent.

District court and International 
Trade Commission actions: The 
petitioner may not assert invalidity 
on any ground that was actually 
raised during CBMR of the patent.

Standard for 
trial institution

PGR will be granted if the petition 
either (1) demonstrates that it is 
more likely than not that at least 
once claim is unpatentable, OR 
(2) raises novel or unsettled legal 
question important to other patents 
and patent applications.

IPR will be granted if the petition 
demonstrates that there is a 
reasonable likelihood that the 
petitioner will prevail in establishing 
unpatentability of at least one claim 
of the patent.

CBMR will be granted if the petition 
either (1) demonstrates that it is 
more likely than not that at least 
once claim is unpatentable, OR 
(2) raises novel or unsettled legal 
question important to other patents 
and patent applications

Basis of 
challenge

A PGR challenge may be based 
on any ground that is a defense to 
infringement.

An IPR challenge may be based 
only on alleged anticipation and 
obviousness of the challenged 
claims in view of prior art patents 
and printed publications.

With the exception of some 
differences of establishing 
anticipation under 35 U.S.C. 102, 
a PGR challenge may be based 
on any ground that is a defense to 
infringement.

When is it 
available?

A PGR petition must be filed within 
nine months of the patent grant 
or, in the case of a reissue patent, 
within nine months of the grant of 
the reissue patent.

PGR is not available if the petitioner 
has previously filed a civil action 
challenging the validity of a claim of 
the patent.

With respect to a patent not eligible 
for PGR, an IPR petition can be 
filed any time.

With respect to a patent eligible for 
PGR, an IPR petition may be filed 
only after the later of: (i) nine months 
after the date of patent grant or 
reissue; or (ii) the date of termination 
of any PGR of the patent.

In both cases, IPR is not available if 
(1) the petitioner has previously filed 
a civil action challenging the validity 
of a claim of the patent or (2) the 
petition is filed more than one year 
after the date the petitioner has 
been served with a complaint for 
patent infringement.

With respect to a patent not eligible 
for PGR, a CBMR petition can 
be filed any time. However, if the 
petitioner has previously filed a civil 
action challenging the validity of a 
claim of the patent, CBMR is not 
available.

With respect to a patent eligible for 
PGR, CBMR is not available.

Applicable to 
which patents?

A PGR petition may be filed for any 
patent having an effective filing date 
on or after March 16, 2013.

IPR is available to all patents 
regardless of type or effective filing 
date.

CBMR is limited to patents directed 
to a financial product or service, 
and is available for patents directed 
to technological inventions.
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Given the foregoing, there are important and significant 
strategic issues that should be considered in connection 
with the decision of whether and when to challenge 
a patent under one of the AIA procedures, and, if so, 
which one. For example, once a problematic patent has 
been discovered, what action, if any, should be taken, 
and when? And, if a patent owner has brought suit on 
a patent for which PGR (or IPR or CBMR) is available, a 
stay of the action may be available pending the outcome 
of the proceeding. However, delay in filing the petition 
may weigh against a stay. Counsel should be consulted 
to consider the strategies available.

Risks: Estoppel
If a PGR is instituted, the petitioner will be estopped from 
challenging the patent on any ground that was raised or 
reasonably could have been raised during the PGR trial. 
This estoppel will apply to subsequent PTO, district court 
and ITC actions. Thus, the petitioner will likely not be 
accorded a second bite at the apple. The PGR petition 
and subsequent papers should therefore be prepared 
with great care by experienced counsel. Still, this risk is 
manageable and should not deter one from using PGR 
to challenge problematic patents. Also, no estoppel 
attaches if the parties settle during a PGR.

Willful Infringement
A potential patent challenger may be concerned that 
setting up an alert system as described above will 
increase the risk of a finding of willful infringement, 
particularly in respect to patents identified but ultimately 
not challenged. This is a legitimate concern.

Knowledge of patents by individuals exerting control over 
a company’s operational activities may be imputed to 
the company as a whole. Such individuals often include 
a company’s officers, in-house counsel, and other 
high-level employees. On the other hand, knowledge 
of patents by a person who possesses no control or 
decision-making authority over a company’s operations 
may not be imputed to the company. Counsel should be 
consulted about measures that may be taken to address 
these concerns. Counsel may conclude that there is little 
or no infringement risk, for example, because the patent 
is likely invalid. The existence of a substantial defense 
to infringement heavily influences a finding of no willful 
infringement. Thus, even if knowledge is imputed to a 
company, having a documented, reasonable defense to 
infringement can be a successful strategy for defeating a 
willfulness charge.

Conclusion
The main advantage of establishing an active PGR 
program of the type described above is to preserve the 
freedom to operate in a given technology space. By 
actively challenging your competitor’s patents at the 
PTO, where even granted patents lack a presumption 
of validity, you can disrupt and deter overly aggressive 
patenting activities, enabling your company to freely 
innovate and compete in the given field.

A PGR provides a powerful, cost-effective way for a 
company to preserve its freedom to operate in a given 
field. An effective way to stay informed about the patents 
that could be problematic is to implement a monitoring/
alert system for notifying the company or counsel of 
a patent publication or grant as soon as it becomes 
available to the public, enabling one to evaluate a patent 
and decide, in a timely manner, whether filing a PGR is 
necessary. Finally, the risks associated with estoppel 
and willful infringement can be effectively managed by 
competent counsel with a deep understanding of the law.

Opinions expressed in this article are those of the 
authors and do not necessarily reflect those of the firm or 
its clients. This article is for general information purposes 
and is not intended as legal advice.
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